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Introduction
Since 1948, venue in patent cases has been determined by 
28 U.S.C § 1400, which provides that civil actions for patent 
infringement may be brought in the judicial district where 
(1) the defendant resides, or (2) the defendant has committed 
acts of infringement and has a regular and established place 
of business.  In TC Heartland LLC. v. Kraft Foods Grp Brands, 
LLC, 137 S.Ct.1514 (2017), the U.S. Supreme Court held 
that the term “resides” for domestic corporations means only 
the state in which the defendant is incorporated, rejecting 
a long-standing Federal Circuit interpretation that equated 
“reside” with the test for personal jurisdiction.
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This landmark decision substantially narrowed a patent 
plaintiff’s permissible venues with respect to defendants who 
are domestic corporations.  Previously, such an entity could 
be sued anywhere it sold or offered an accused product for 
sale.  Now it can only be sued where it has a “regular and 
established place of business” or in its state of incorporation.  
And even the second prong was recently narrowed by the 
Federal Circuit to limit it to a single judicial district within a 
corporation’s state of incorporation.1  This holding has had a 
substantial impact on patent litigation in Texas courts, as set 
forth below.
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Chart courtesy Docket Navigator

In recent years, courts in the Eastern District of Texas have 
been the most popular forum for patent infringement cases, 
generating enormous amounts of business for thousands 
of Texas lawyers, most of whom reside outside the district.  
However, patent filings in the district—which had peaked in 
2015 at 2,557 cases—dropped by over 800 cases to 1,683 in 
2016. The number of filings continued to drop in 2017, even 
before TC Heartland, and the drop came disproportionately 
from “bulk filers.”

A likely reason for the drop was the substantial sanctions 
awards from U.S. District Judge Rodney Gilstrap of Marshall in 
the eDekka and Iris Connex cases in January of 2016 and 2017, 
respectively. Thus   the spike in “high-volume filer” filings in 
the Eastern District of Texas that had been prominent since 
enactment of the America Invents Act (“AIA”) in 2011 had 
disappeared almost entirely by the end of the second quarter 
of 2017, when the Supreme Court issued TC Heartland. 

But immediately after the Supreme Court’s ruling, filings in 

the Eastern District dropped by approximately half, even from 
this new lower level, and filings in the District of Delaware, 
where many companies are incorporated, approximately 
doubled.  Data for patent suit filings in the 150-day periods 
before TC Heartland shows that 543 patent cases, or 33% 
of all patent cases filed in the 150-day window before TC 
Heartland, were filed in the Eastern District of Texas. Only 
217 cases, or 13%, were filed in Delaware.  In the 150 days 
after TC Heartland, 14% of patent cases (237) were filed in 
the Eastern District and 23% of cases (395 suits) were filed 
in Delaware. 

2018 filing statistics showed this pattern of filings remaining 
constant, with Delaware having nearly 25% of all new 
patent case filings in 2018, including half of all ANDA 
(pharmaceutical) patent cases.  New patent case filings in 
the Eastern District of Texas held at the same 14%, and 
Judge Gilstrap still presided over the most patent case filings 
in the country at 9%, followed by Delaware Judge Leonard 
Stark at 6%.
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New Attention to “Regular and Established Place of 
Business”
The Supreme Court’s decision in TC Heartland focused atten-
tion on the “regular and established place of business” option 
for venue under § 1400(b).  Four months after TC Heartland 
was issued, the Federal Circuit held that the statute had three 
general requirements:

1. there must be a physical place in the district;
2. it must be a regular and established place of 
business; and
3. it must be the place of the defendant.

 
In re Cray, 871 F.3d. 1355 (Fed.Cir. 2017). The Federal Circuit’s 
opinion in In re Cray provides litigants with substantial guid-
ance on the issue of what can – and in some cases cannot 
– be argued to constitute a “regular and established place of 
business” under Section 1404(b)’s second option.2 However, 
caselaw is still developing over what contacts are sufficient 
to support venue, with most of the disputes centering on the 
third prong, i.e., the place “of the defendant.”

Forum Selection Strategies
In response to TC Heartland, plaintiffs are engaging in several 
strategies.  First, as noted above, the Eastern District of Texas 
remains a popular forum for patent cases, second only to 
Delaware.  Although the Eastern District has an image in 
the legal media of a desolate wasteland populated only by 
tumbleweeds and ice-skating rinks, it actually contains one of 
the nation’s fastest growing areas.  
Large numbers of companies 
have, if not headquarters, at least 
physical facilities in it, including 
the Dallas Cowboys, Toyota, Apple 
and Microsoft.  As a result, while 
the precise contours of what facts 
are sufficient for venue under 
§1400(b) are still evolving, it is 
clear that many defendants are indisputably still subject to 
venue in the Eastern District of Texas.

However, even where a preferred venue is not available, there 
are other forums such as  Delaware which are relatively more 
receptive to plaintiffs than other jurisdictions, and these have 
seen a large number of filings.  They are not the location the 
plaintiff might have preferred, but they are still perceived as 
fair forums.  

In other cases, plaintiffs have chosen to change the party sued 
in order to change the venue calculus.  Because the patent 

statute provides that “whoever without authority makes, 
uses, offers to sell, or sells any patented invention, within the 
United States or imports into the United States any patented 
invention during the term of the patent therefor, infringes 
the patent,” a potential outcome of TC Heartland is that 
some plaintiffs may shift from suing domestic corporations 
that “make” a patented invention to the entities within the 
distribution chain that use, sell, or offer for sale the patented 
invention, and have a “regular and established place of 
business” in the preferred district.  But who is sued can affect 
how much sales activity can be accused in a particular case, 
and suits against retailers run the risk of being stayed under 
the “customer suit” doctrine.   

Application to Foreign Entities
Another option, where available, is to change the defendant 
named to a foreign entity.  In TC Heartland, the Supreme 
Court stated that “in Fourco, this Court definitively and 
unambiguously held that the word ‘reside[nce]’ in § 1400(b) 
has a particular meaning as applied to domestic corporations: 
It refers only to the State of incorporation.” 137 S. Ct. at 1520 
(footnote omitted, emphasis added).  In a footnote, Justice 
Thomas wrote that the Court did not express any opinion on 
this court’s holding in Brunette Machine Works, Lts. v. Kockum 
Indus.,406 U.S. 706 (1972) or on the implications of the 
decision on foreign corporations.  

In In re HTC, 889 F.3d 1349 (Fed. Cir. 2018), the 
Federal Circuit confirmed that nothing in TC Heartland 

changed the longstanding rule 
that foreign companies can 
be sued in any federal district 
court.  Thus until Brunette is 
revisited by the Supreme Court 
or legislature, it would appear 
that foreign companies without 
an established place of business 
in the U.S. can be sued anywhere 

personal jurisdiction is found.3  

But a significant problem with a strategy of targeting the 
foreign parent of a U.S. subsidiary is that there must still 
be personal jurisdiction against the foreign defendant.  
And with general personal jurisdiction largely unavailable 
after In re Daimler Chrysler, there must be specific personal 
jurisdiction over the foreign defendant, meaning that it must 
have engaged in patent infringement in the district of suit. 
Depending on the structure of the defendant, the foreign 
entity, which in some cases will be just a holding company, 
may not be engaging in sales or even conduct constituting 

But a significant problem with a 
strategy of targeting the foreign parent 
of a U.S. subsidiary is that there must 
still be personal jurisdiction against the 

foreign defendant.  
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offers for sale in the district of suit.  See Soverain v. AT&T, 
2:17cv0293 (October 31, 2017).

Multi-District Litigation (MDL) Consolidation?
To the extent all defendants cannot be sued in one forum, could 
this increase the potential for seeking MDL consolidation?  
Thus far, few parties appear to have sought to use MDL 
proceedings as a way to manage multi-defendant patent 
litigation after TC Heartland.  In one proceeding that did, In 
re Blue Spike, LLC, Patent Litigation, the U.S. Judicial Panel 
on Multidistrict Litigation declined to order the centralization 
of nine patent infringement lawsuits Blue Spike had filed 
against several television, computer and smartphone 
manufacturers in the Eastern District of Texas, which was 
one of four forums in which related cases were pending.   
See MDL No. 2794 (Docket #43) (October 4, 2017). The 
panel found that there was a great deal of variation in Blue 
Spike’s cases against numerous tech companies. Citing Blue 
Spike’s litigation history, the panel found that consolidating 
the cases as a multidistrict litigation “may thwart the orderly 
resolution of the cases.” 

Effect on NPEs (Non-practicing entities)
A question of interest for many is to what extent TC Heartland 
has affected the litigation practices of non-practicing entities 
or “high volume” or “bulk” filers. 

Filing data indicates that, setting aside Hatch Waxman cases, 

the primary driver of increased litigation levels in Delaware 
immediately post-TC Heartland was high-volume plaintiffs, 
which generally means entities filing 10 or more patent cases 
within a year’s time.  Such filers had been a major contributor 
to the Eastern District of Texas’ dominance in the patent 
litigation landscape leading up to TC Heartland, but as the 
data also shows, high-volume plaintiff filings in that district 
had already been in sharp decline since the beginning of 
2016.  

Following TC Heartland, high-volume plaintiff filings in 
the Eastern District dipped below filings from low-volume 
plaintiffs for the first time since the third quarter of 2011. 
Conversely, high-volume plaintiff filings in Delaware began 
closing the gap with low-volume plaintiffs through 2017’s 
third quarter.  But the bottom line is perhaps best shown 
by the fact that the number of cases filed by “high-volume 
plaintiffs” has decreased in both number and in proportion 
from 714, or 50.1% of all cases filed from May to September 
2016, to 332, or 31.2% of the cases filed a year later, from May 
to September 2017.  That is a drop of over 50% in absolute 
terms and 40% in terms of percentage of overall filings.

Patent case filings had already begun decreasing nationwide 
before TC Heartland, and the trend has continued.  Following 
2017’s decrease of 10.3% from 2016 levels, filings in 2018 
were down 14% from 2017, which resulted in the lowest level 
of filings since 2011.

Chart courtesy Docket Navigator
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Industry Location Decisions 
When TC Heartland was issued, it was uncertain whether the 
new test would affect corporate facility location decisions, 
since the absence of a facility in a district would in most 
cases preclude a domestic corporation from being sued for 
patent infringement there.  To date, however, no companies 
have been known to cite the new patent venue test as a 
factor in their location decision.  It is also worth noting that 
TC Heartland leaves the general venue statue untouched, 
rendering corporate defendants subject to venue anywhere 
they do business for almost all other claims in federal court, 
including state law claims arising under federal courts’ 
diversity jurisdiction.  It is without question that economic 
activity in the western part of the Eastern District, specifically 
Collin County, has continued unabated since TC Heartland, so 
it appears that corporations are not making location decisions 
based on the new test.

What Does This Mean for Texas IP Practitioners?
The dramatic decrease in patent case filings in the Eastern 
District of Texas has not been accompanied by a significant 
upswing in filings in other Texas federal courts, with the 
possible exception of the Waco Division of the Western 

District of Texas, which saw a slight increase in cases in the 
fall of 2018 after the appointment of a new resident judge, 
U.S. District Judge Alan Albright.  In recent months, that 
court has averaged about four patent cases a month, about 
one-tenth of the Eastern District’s filings and one-twentieth 
of Delaware’s. There have also been no known active 
attempts to “recruit” patent cases for Texas courts with 
the exception again of the Waco Division of the Western 
District of Texas. Local practitioners in that district hope 
Judge Albright will bring filings from the Eastern District 
of Texas and elsewhere to Waco as a result of defendants 
having “regular and established places of business” in the 
tech-laden Western District of Texas, which also includes the 
district of incorporation for Texas companies.  In a recent 
interview, Albright stated that “[i]f someone is talking to 
their client about where to file their lawsuit, I want them 
to think that Waco is a good decision.”4 

Communities are enthusiastic for the influx of litigation-
related spending that patent cases are reputed to bring.  
Unfortunately, while patent litigation is big business for law 
firms, the local economic activity it causes actually appears 
to be is de minimus.
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For example, the above chart contains local retail sales tax 
revenue from the Comptroller’s office for the city of Marshall, 
Texas from 2002 through the second quarter of 2018.5  While 
the city comprises only a small portion of the Marshall 
Division, it is the location of the courthouse and would 
presumably be the recipient of local legal retail spending. As 
the chart shows, neither the gradual increase in patent fil-
ings from the 2000s and 2010s nor the massive upswing in 
filings in 2015 created any measurable increase in spending 
in the retail sector in Marshall.  Nor did the drastic decrease 
in filings or the transfer of cases after TC Heartland decrease 
spending; in fact, the spending in subsequent quarters has 
actually been higher.  Thus while there is undoubtedly some 
increase in local spending as a result of a marginal increase 
in hearings and trials, the data indicates that even in a city 
as small as Marshall (population 23,175 in 2017) it does not 
affect overall retail sales by any measurable amount.

  
While fully litigated patent cases do involve substantial sums of 
money, the lion’s share of that spend is in legal fees by the firm 
doing the substantive patent work, as well as expert expenses, 
neither of which touches the community in which the case is 
filed.  As of this writing, with the exception of a few firms in 
the Plano area and a few scattered practitioners, no law offices 
within the Eastern District specialize in patent prosecution or 
handle the substantive patent work in litigation.  While dozens 
of Eastern District lawyers handle litigation involving patents, 
the substantive patent work, which typically generates all but 
a few percent of the legal expenses in a case, is usually done 
by the IP sections of larger firms, which are located in larger 
cities, often on the East and West coasts. 

Thus while the existence of a popular patent docket in the 
Eastern District of Texas  provided work to dozens of Eastern 
District litigation practitioners who would otherwise be working 
on personal injury or product liability cases, employment cases, 
or business litigation, it has likely been a bonanza for the IP 
sections of Dallas and to a lesser extent Houston and Austin 
firms, which have many hundreds of lawyers kept busy by it.  
The approximately 20% of patent cases nationwide which left 
the Eastern District after TC Heartland did not go to other Texas 
courts, but instead to the East (Delaware) or West (California) 
coasts, but many of these cases already involved patent firms 
outside Texas anyway. 

Facing a decrease in patent cases to try, East Texas practitioners 
have been looking to other growing causes of action, including 
Fair Labor Standards Act (“FLSA”) employment cases and qui 
tam False Claims Act cases.  In many ways, this is analogous 
to the move from the declining personal injury and medical 

malpractice fields to intellectual property cases in the 2000s 
for a number of Texas lawyers.  As was so well put by Tyler 
lawyer Andy Tindel at the time, “I specialize in what’s left.”

Conclusion
The Supreme Court’s decision in TC Heartland has had 
a dramatic effect on the patent cases filed in Texas federal 
courts.  However, since the reduction in cases appears to have 
come disproportionately from smaller cases which generated 
less work, and lawyers in many large Texas firms continue 
to work on patent cases in other courts across the country, 
it appears that the decrease in the amount of work for Texas 
lawyers is less than the statistical decrease in filings would at 
first indicate.
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1  In In re BigCommerce, Inc., 890 F.3d. 978 (Fed. Cir. 2018), the 
Federal Circuit held that if a company is incorporated in a state 
that has multiple districts, such as Texas, only the district where 
the company has its principal place of business or registered office 
is a proper venue.
2  Immediately after TC Heartland, courts differed on which 
party had the burden of proof to show that venue is proper under 
§1400(b).  In In re ZTE (USA) Inc., 890 F.3d 1008 (Fed.Cir. 2018) 
the court held that the plaintiff bears the burden to show that venue 
is proper.
3  In addition, courts have been clear that corporate contacts 
may not be imputed to a related entity.  See Symbology Innovations, 
LLC v. Lego Systems, 2:17cv086 (E.D. Va. September 28, 2017) 
(holding that outlets of a subsidiary did not constitute a “regular 
and established place of business” of the parent defendant unless the 
companies “lack formal corporate separateness”); see also Soverain IP, 
LLC v. AT&T et al., 2:17cv0293 (October 31, 2017) (lack of formal 
corporate separateness is “a difficult standard to meet”).
4  See Tommy Witherspoon, New federal judge, high court ruling 
could make Waco hotbed for patent lawsuits, WAco tribune- HerAld, 
Jan. 19, 2019,  https://www.wacotrib.com/news/courts_and_trials/
new-federal-judge-high-court-ruling-could-make-waco-hotbed/
article_9cc6d86c-8dfc-5fb6-800e-917dbd0107e3.html.
5  Comptroller data available at https://mycpa.cpa.state.tx.us/
allocation/QtrSalesReportByResults.


