
IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

 

RMAIL LIMITED ET AL., 

  Plaintiffs, 

v.  
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AMAZON.COM, INC., PAYPAL, INC., 

SOCIETY FOR WORLDWIDE 

INTERBANK FINANCIAL 

TELECOMMUNICATION SCRL (SWIFT), 

CIVIL ACTION NO. 2:10-CV-00258-JRG 

(Lead Case) 

DOCUSIGN, INC., CIVIL ACTION NO. 2:11-CV-00299-JRG 

(Member Case) 

 

RIGHT SIGNATURE, LLC, FARMERS 

GROUP, INC., FARMERS INSURANCE 

COMPANY, INC., 

CIVIL ACTION NO. 2:11-CV-00300-JRG 

(Member Case) 

ADOBE SYSTEMS INCORPORATED, 

ECHOSIGN, INC., 

CIVIL ACTION NO. 2:11-CV-00325-JRG 

(Member Case) 

  Defendants.  

ORDER 

 

Before the Court is Plaintiffs’ Motion for Leave to Assert Additional Patent Claims (“the 

Motion”). (Dkt. No. 688). In the Motion, Plaintiff seeks leave to assert nine patent claims—Claims 

63, 64, 70, 73, 75, 76, 79, and 81 of U.S. Patent No. 6,182,219 (“the ’219 Patent”) and Claim 15 

of U.S. Patent No. 7,966,372 (“the ’372 Patent”) (collectively, “the Disputed Claims”). Having 

considered the Motion, and for the reasons described herein, the Court finds it should be and hereby 

is GRANTED.  

I. Factual Background 

 This litigation has a lengthy history in this Court. In anticipation of the then-imminent 

trial, and as required by the Court at the July 29, 2013 pre-trial conference (“the Order to Narrow”), 

Plaintiffs filed a Notice of Reduction of Asserted Claims on July 30, 2013 (“the Notice”). (Dkt. 
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No. 538). That Notice listed twelve claims asserted against “Defendant Docusign, Inc. and 

Defendants Adobe Systems Incorporated and Echosign, Inc.” and did not include the Disputed 

Claims. (Id. at 2). Though the Parties had already conducted fact and expert discovery on the 

Disputed Claims, and the Court had issued a Markman order on the same, the Notice was designed 

to streamline the issues presented for trial. Shortly before trial, this Court ordered a stay in view 

of a potential transfer in patent ownership based on the pending and parallel civil and bankruptcy 

proceedings in California state and federal court. (Dkt. No. 545). When it became clear that the 

California proceedings presented patent ownership questions that could have a material impact on 

the case before this Court, the Court ordered that the case be stayed until the California proceedings 

were resolved with finality. (Dkt. No. 563). 

As part of its stay order, the Court ordered the parties to jointly file written reports detailing 

the status of the California cases, to be submitted every three months. (Id. at 14). In the Eighth 

Joint Notice Regarding Status of Co-Pending Litigations, informed the Court that an additional 

parallel proceeding—this time filed in the U.S. District Court for the District of Arizona—that had 

before it the validity of a number of claims asserted in the cases before this Court. (Dkt. No. 593 

at 11–13). The parties jointly summarized the impact of the Arizona litigation in a chart that 

detailed the “Invalidated Asserted Claims” and “the remaining claims” that are presently live in 

the litigation before this Court. (Id. at 12). Notably, the parties jointly informed the Court that “the 

remaining claims” included the Disputed Claims that are the subject of this Motion. The parties 

jointly asserted to the Court on eight other occasions—for a total of nine instances—that the 

Disputed Claims were “remaining claims” in this Court’s cases. (Dkt. Nos. 593 at 12–13, 594 at 

12–13, 595 at 12–13, 598 at 13–14, 598 at 13–14, 601 at 14–15, 611 at 13–14, 612 at 13–14, 613 

at 14–15, 614 at 14–15).  
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After the parties filed a joint notice informing the Court that “they ‘are currently unaware 

of any known or anticipated problems regarding ownership of the patents-in-suit or anything else 

that might interfere with renewed litigation and trial,” the Court lifted the stay and ordered the 

parties to confer and submit a revised Docket Control Order. (Dkt. No. 634). The Court lifted the 

stay on December 10, 2018. On December 12, 2018, Plaintiffs’ counsel reached out to Defendants’ 

counsel and informed them via email that “Plaintiffs’ position is that given the events that have 

transpired since ECF No. 538 [the Notice], Plaintiffs are no longer bound by that notice of 

reduction of asserted claims and, for the upcoming trials, may assert a different mix of claims.” 

(Dkt. No. 688-1 at 2) (“the December 12, 2018 Email”). It is unclear whether Defendants replied 

or raised any objection—Defendants did not discuss the December 12, 2018 Email in their briefing 

(Dkt. No. 690). Nonetheless, the records before the Court do not reflect any objection from the 

Defendant. (Dkt. No. 688-1).  

On December 28, 2018, Plaintiffs again informed Defendants—this time in a filing before 

the Court (Dkt. No. 643)—that they intended to assert additional claims beyond those listed in the 

Notice, particularly in view of Defendants’ Motion for Leave to file a motion for summary 

judgment of invalidity (Dkt. No. 639) as to all claims described in the Notice. Defendants similarly 

do not address the Disputed Claims or the Notice in their briefing which responded to Plaintiff. 

(See Dkt. No. 646).  

After Plaintiffs informed Defendants of their intentions with regard to the Disputed Claims, 

the parties conducted post-stay discovery pursuant to the Court’s Docket Control Order. “[T]he 

parties did not limit, nor seek to limit, discovery to only the claims identified in RPost’s pre-trial 

notice of reduction of claims from July 2013.”1 (Dkt. No. 688). In view of the joint statements, 

                                                 
1 Plaintiffs make this assertion in the present Motion and Defendants do not discuss or dispute it in their response. 

Local Rule CV-7 provides that a party’s failure to dispute the facts set out by a moving party “creates a presumption 
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Plaintiffs’ undisputed statements to Defendants that they are not bound, and the scope of post-stay 

discovery, Plaintiffs served their expert report on infringement that included the Disputed Claims. 

Only after receipt of Plaintiffs’ expert report did Defendants object to Plaintiffs’ assertion of the 

Disputed Claims. Plaintiffs subsequently filed the present motion to confirm that they have the 

Court’s leave to assert the Disputed Claims.  

II. Discussion 

Plaintiffs argue that they should be granted leave to assert the Disputed Claims for several 

reasons. First, Plaintiffs note that Defendants have repeatedly agreed in writing that the Disputed 

Claims remain a part of the present case. Particularly important is the fact that Defendants 

presented those written agreements to the Court as truthful and complete descriptions of the 

litigation. Second, Plaintiffs argue that significant changes in law and circumstance—including 

the Supreme Court’s decision in Alice Corp. v. CLS Bank International, 573 U.S. 208 (2014) and 

the Arizona District Court decision in GoDaddy.com LLC v. RPost Communications Ltd., No. 14-

cv-00126, 2016 WL 3165536 (D. Ariz. June 7, 2016) (invalidating several claims asserted in this 

case and listed in the Notice).Third, Plaintiffs argue that because the parties were close to trial 

when the case was initially stayed, any prejudice is minimal because the parties have already 

completed earlier versions of the relevant expert discovery reports—Plaintiffs note, for example, 

that Defendants’ 2019 validity report is identical to Defendants’ 2013 validity report, except that 

the 2019 report omits the section discussing the Disputed Claims. Plaintiffs thus argue that 

Defendants can rely heavily (or entirely) on work that has already been completed. 

                                                 
that the party does not controvert the facts set out by movant and has no evidence to offer in opposition.” Id. at CV-

7(d). Accordingly, the Court finds that Defendants do not controvert or oppose Plaintiffs claim about post-stay 

discovery. Defendants’ assertion, in its opposition to the present Motion, that only “expert discovery” would need to 

proceed implicitly confirms the Court’s holding. (Dkt. No. 690 at 5) (omitting discussion of fact discovery in list of 

allegedly prejudicial costs to Defendants).  
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Defendants make several arguments in response. First, Defendants reply that they should 

not be bound by their statements in the joint notices to the Court, because those notices cannot 

bind the Court or undo the Court’s previous Order to Narrow. Second, Defendants argue it would 

be burdensome to litigate additional claims because the parties would be required to submit 

additional expert briefing and objections thereto. Third, Defendants argue that Plaintiffs’ failure 

to file a motion seeking leave at to assert the Disputed Claims an earlier date justifies denial of the 

Motion.  

The Court has significant statutory and inherent authority to manage its docket. Passmore 

v. Baylor Health Care Sys., 823 F.3d 292, 294–95, 296–97 (5th Cir. 2016). The Court’s case 

management choices “will not be disturbed ordinarily unless there are unusual circumstances 

showing a clear abuse.” Moore v. CITGO Ref. & Chemicals Co., L.P., 735 F.3d 309, 315 (5th Cir. 

2013).  

The Court is not persuaded by Defendants’ arguments. Turning to Defendants’ first 

argument, Defendants are correct that the parties cannot undo an order of this Court—in this case, 

the Order to Narrow—by virtue of their agreement. However, in view of the half-decade that 

passed between the Court’s Order to Narrow and the Court’s order lifting the stay, the continuing 

effect of the Court’s Order to Narrow was unclear, at the least. The Court’s previous Order to 

Narrow claims was specific to a trial that never took place. Further, when the Court lifted the stay, 

the Court did not immediately proceed to trial—instead, the Court’s order lifting the stay required 

the parties to confer on a Docket Control Order, and ultimately granted the parties leave to conduct 

additional fact and expert discovery. It was far from clear that the Court’s Order to Narrow was 

intended to operate beyond the trial to which it was directed. The Court finds that its Order to 
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Narrow was addressed to the previously-scheduled trial, and finds that Plaintiffs are not bound by 

it for the trial presently scheduled in this case.   

Turning to Defendants’ second argument, the Court finds that there is no undue prejudice 

to the parties because it will permit limited supplementation of expert reports and the filing of 

dispositive motions on an expedited basis. While it is true that Defendants will have to expend 

some level of resources in response to these claims, the Court finds such expenditure appropriate 

in view of Defendants’ multiple written submissions to the Court informing the Court that the 

Disputed Claims were live and pending before the Court.  

Turning to Defendants’ third argument, Defendants’ argument that Plaintiffs sat on their 

hands is misplaced. Just two days after the Court’s order lifting the stay, Plaintiffs reached out to 

Defendants to address this issue and to inform Defendants that Plaintiffs did not understand the 

Court’s Order to Narrow to apply to a post-stay trial. Plaintiffs repeatedly confirmed that 

understanding in writing both directly to Defendants and in filings to this Court. While it is true 

that Plaintiffs waited until April 5, 2019 to ask the Court to confirm Plaintiffs’ understanding that 

they may assert the Disputed Claims, Plaintiffs made no secret of their claim that the Order to 

Narrow was inapposite. Indeed, it was Defendants who failed to timely object to Plaintiffs’ 

repeated outreach attempts or filings in this Court. Particularly in view of Defendants’ statements 

to this Court that the Disputed Claims remain at issue, the Court rejects Defendants’ argument.  

Having granted Plaintiff leave to assert the Disputed Claims, the Court ORDERS 

supplemental expert reports, depositions, and dispositive motions; the subject matter of those 

additional reports shall be limited solely to the Disputed Claims, as follows:  

• Expert Reports from the party with the burden of proof shall be due on May 13, 

2019.  
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• Rebuttal Reports are due on May 20, 2019.  

• Depositions, if any, shall occur no later than May 24, 2019. 

• Daubert motions and motions to strike (“Dispositive Motions”) are due on May 27, 

2019. 

• Responses to Dispositive Motions are due on May 30, 2019.  

• Replies in support of Dispositive Motions are due June 2, 2019. 

• Surreplies to Dispositive Motions are due June 5, 2019.  

 

 

  

 

So Ordered this
May 3, 2019


